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A VERY HAPPY NEW YEAR 2018

A new Bill introduced in US Senate, Coons and Cotton’s “STRONGER  Patents Act of 2017 (http://
www.ipwatchdog.com/2017/06/21/senators-coons-cotton-introduce-stronger-patents-act-2017/
id=84956/), is evidently on orders arising from the US Judiciary, especially the Supreme Court of 
United States, introducing more and more steps and safeguards to improve the quality of US Patents, 
which leads to reduced grant and knockouts through PTAB.  Ever since, India joined WTO and TRIPs 
and the well-balanced provisions and safeguards in Indian Patent Law (the Patents Act, 1970) came in 
to the notice and attention of the global patent fraternity, including judiciary, there has been increasing 
convergence of view, approaches and corrective measures from most Global Jurisdictions for a balanced 
Patent Statute.  Initially, the developing countries started adopting the Indian Patent Law provisions 
liberally, by balancing of “rights and obligations” and also to make the Para 6 of Doha Declaration, a 
reality.  In due course, US and European Patent Courts started taking note of the stronger patentability 
criteria in (Indian) Patents Act, 1970, including Sec. 3.  Mw any, now famous, judgements of US 
Supreme Court, such as KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007) to determine obviousness, 
Association for Molecular Pathology v. Myriad Genetics, No. 12-398 (569 U.S. June 13, 2013) relating 
to gene patenting, Bilski v. Kappos, 561 U.S. 593 (2010) and Alice Corp. v. CLS Bank International, 573 
U.S., 134 S. Ct. 2347 (2014) relating to software patents, have a common undertone and   foundation 
on the Indian approach to these concept, which provides more equity, fairness and natural justice to 
the patent provisions.

The introduction of PTAB (Patent Trial and Appeal Board) through the AIA (America Invents Act) and 
the impact of US Supreme Court judgments, have substantially tightened and plugged the loopholes 
for frivolous patent grants in USA. The New STRONGER Patents Act, 2017, introduced as a Bill in US 
Senate, attempts to restore the liberal grant of patents and neutralise the impact of patent challenges 
through PTAB.  It is hoped that the US Senate will see through this hidden agenda in the proposed bill 
and opt for continued adoption of Supreme Court guidelines in grant of patents and AIA provisions of 
PTAB challenges.  Frivolous and liberal grant of US Patents and dilution of PTAB challenge opportunities 
will re-introduce undue litigations, infringement suits and aggressive enforcement trends of weak and 
frivolous patents, including by Patent Trolls.



|2

seP aND FraND IN PharmaCeutICals
andreya Fernandes

Traditionally, the terms SEP and FRAND have been used in relation to Information Technologies, notably to 
technologiesrelated to Internet of Things (IoT). Internet of Things (IoT) deals with exchange of data between devices 
such as mobiles, home appliances, vehicles based on internet connectivity.

Standard Essential Patent (SEP), as the term itself suggests, are Patents covering inventions that are indispensable 
and essential for complying with the industry standards. SEP are adopted by Standard Setting Organization (SSO). Hence, 
in order to manufacture a product that has to be compliant to industry standards, under ordinary circumstances the 
manufacturer would have to infringe the SEPs. However, to avoid such a situation leading to Patent Infringement, SEPs 
are licensed out under Fair, Reasonable, And Non-Discriminatory terms (FRAND) or Reasonable and Non-Discriminatory 
terms (RAND). FRAND are based on voluntary licenses sought by the manufacturer from the owners of SEP.

Infringement of SEPs arise out of unauthorised use - without obtaining licenses from the owners of SEP, which are 
otherwise available on voluntary basis on payments of FRAND royalties.

One of earliest cases which introduced the terms SEP and FRAND in India was in 2011, when Ericsson claimed that 
the import of goods by Kingtech Electronics (India) was infringing Ericsson’s Patents covering AMR (Adaptive Multi-
Rate) Technology. Consequently, the goods of Kingtech Electronics (India) were seized by the Customs Authorities. 
Subsequently, Ericsson filed patent infringement suits against Kingtech Electronics (India), Gionee, Micromax Informatics 
Limited and Intex Technologies at the Hon’ble Delhi High Court. Another most discussed case is that of Apple Inc. v. 
Samsung Electronics Co., Ltd. relating to smartphone designs and 3G technologies.

As is evident, the concept of SEP and FRAND are far more routinely used for devices and related IT. The concept has 
never been exploited in Pharmaceuticals. Of course, FRAND can be equated to the terms of Compulsory License (Natco 
was the first and only pharmaceutical company to have been granted CL for Sorefanib in India, till date).

However, specifically the concept of SEP has remained unexploited. To take an example- a patent infringement suit 
is pending at the Hon’ble Bombay High Court, wherein the Patentee has claimed infringement of Patented process due 
to the presence of by-products, which are essentially impurities, in the final product. These impurities are identified by 
Impurity profiling. However, these impurities fall within the ambit of Pharmacopoeial limits. Hence, these impurities will 
inevitably be formed during all pharmaceutical processes, though not necessarily found or present in the final product, 
or the impurities may be present in negligible amount, but within Pharmacopoeial limits. If so, shouldn’t the Patent be 
considered as an SEP? There are many such pharmaceutical patents (with impurity profile related claims), which need 
to be treated for Voluntary Licence under FRAND terms, being SEP.

“Dr. h.P. tIPNIs eNDOwmeNt trust” Is NOw regIstereD as  
a CharItable trust [regIstratION NO: e -33621(m)].

In addition to conducting Annual “Dr. H.P. Tipnis Memorial Lectures”, the Trust proposes to initiate synergistic activities, 
in line with the goals and aspirations of Dr. Tipnis. The Alumni of Bombay College of Pharmacy and students of Dr. Tipnis 
are requested to come forward to actively associate with “Dr.H.P. Tipnis Endowment Trust” by contributing their valuable 
suggestions, proposals, time as well as donations to build a corpus for future activities.

Communications to the Trust may be sent by email at: - hpttrust@gmail.com
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Annual Day Celebrations of Bharat Education Society’s 
Karthika High School & Junior College

 attn : Dr.reshma tipnis 

Donations to the Trust through cheque drawn in favour of “Dr.h.P.tIPNIs eNDOwmeNt trust”may be sent to :

 DR.H.P.TIPNIS ENDOWMENT TRUST

 B-104,Ravikiran CHS Ltd,Tejpal Scheme Road No.1,

 Vile Parle (East),Mumbai-400057. 

 Ph.No. 9820164898

 Or RTGS/Netbanking to:

 Name: Central Bank of India (Vile Parle East branch)

 Account Number: 3653323096

 Name of the Account: Dr. H. P. Tipnis Endowment Trust

 IFSC Code : CBIN0280633

List of the Donors along with their contributions will be published in these Columns of News on “ Dr.Tipnis Endowment 
Trust” every month.
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Indian Isa/IPea which commenced operation only recently in 2013 has climbed up to 5th rank 
globally.  the trends of performance by Isa (International search authority) are as follows:



     











     










